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REMARKS/ARGUMENTS 

The Examiner is thanked for the performance of a thorough search. By this amendment, 
Claims 1-3, 6, 8, 10, 12, 16, 18, 25-44, 49, and 52 are amended. Claims 2, 21-24, 26, 45-48, and 
50 are canceled. No claims are added. Hence, Claims 1, 3-20, 25, 27-44, 49, 51, and 52 are 
pending. Each issue raised in the Office Action mailed June 22, 2007 is addressed hereinafter. 
I. ISSUES NOT RELATING TO PRIOR ART 

A. CLAIMS 25-48—35 U.S.C. § 101 

Claims 25-48 stand rejected under 35 U.S.C. § 101 as allegedly directed to non-statutory 
subject matter. The rejection is respectfully traversed. The Office Action addressed transmission 
media. Present Claims 25-48 recite a "computer-readable storage medium storing" and therefore 
Claims 25-48 recite tangible embodiments that are articles of manufacture within 35 U.S.C. § 
101 (e.g., volatile or non-volatile memory). Reconsideration and withdrawal of the rejection 
under 35 U.S.C. § 101 is respectfully requested. 

B. CLAIMS 1, 3, 4, 6, 8, 10, 12, 14, 16, 21, 24— ANTECEDENT BASIS 
Claims 1, 3, 4, 6, 8, 10, 12, 14, 16, 21, and 24 stand rejected under 35 U.S.C. § 112 as 

reciting the claim feature "the computer-implemented steps of for which there was allegedly 
insufficient antecedent basis. The rejection is respectfully traversed. 

The failure to provide explicit antecedent basis for terms does not always render a claim 
indefinite. If the scope of a claim would be reasonably ascertainable by those skilled in the art, 
then the claim is not indefinite. MPEP 2173.05(e). The claim language "the steps of has been 
used for decades in the preamble of a method claim without causing a lack of antecedent basis 
rejection under 35 U.S.C. § 1 12. Presumably this is because it is clear to those skilled in the art 
that the feature "the steps of unambiguously refers to the method step features subsequently 
recited in the claim. Similarly, it would be clear to those skilled in the art that the feature "the 
computer-implemented steps of refers to subsequently recited computer-implemented method 
step features. Further, the use of the adjective "computer-implemented" does not render the 
claim indefinite because the scope of the claim would be reasonably ascertainable by those 
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skilled in the art in light of the Specification. Further, the indefinite article "a" or "an" cannot be 
used, according to generally accepted rules of English grammar, to introduce the plural form of a 
noun for the first time. Therefore, while the rejection is incorrect, for the purpose of advancing 
prosecution, the present claims recite "computer-implemented steps" without any article. 
Reconsideration and withdrawal of the rejection under 35 U.S.C. § 1 12 is respectfully requested. 
H. ISSUES RELATING TO PRIOR ART 

A. CLAIMS 1-3, 18-19, 21-27, 42-43, 45-52— SHAFIE-KHORASANI 

Claims 1-3, 18-19, 21-27, 42-43, and 45-52 stand rejected under 35 U.S.C. § 102(e) as 
allegedly anticipated by Shafie-Khorasani. The rejection with respect to Claims 2, 21-24, 26, 45- 
48, and 50 is moot as those claims are canceled. The rejection with respect to Claims 1,3, 18- 
19, 25, 27, 42-43, 49, 51, and 52 is respectfully traversed. 

To anticipate a claim, the cited reference must teach each and every element of the claim. 
MPEP § 2131. As explained hereinafter, each pending claim recites at least one feature that is 
not disclosed, taught, or suggested by Shafie-Khorasani. 

Claim 1 recites "accessing, by the phone, configuration information associated with 
the phone, wherein the configuration information includes information about an associated 
network management system". Shafie-Khorasani does not teach or suggest these features in any 
way. While Shafie-Khorasani discloses accessing configuration information, a key distinction 
between Shafie-Khorasani and Claim 1 lies in what element accesses the configuration 
information. The portion of Shafie-Khorasani cited by the Office Action regarding accessing 
discloses a user interface that allows a user to observe, analyze, and/or act upon irregularities in a 
network. Shafie-Khorasani, paragraph 63. In contrast, Claim 1 recites an internet-protocol 
phone accessing the configuration information — that is, the IP phone self-initiates access. The 
disclosure in Shafie-Khorasani relates exclusively to non-IP "plain old telephone service" 
(POTS) phones {see [0004] referring to such phones; all other later references to "phones" must 
indicate only POTS phones). A person of ordinary skill in the art would not conclude that a user 
observing, analyzing, and acting upon network irregularities through a user interface as taught by 
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Shafie-Khorasani discloses, teaches, or suggests an internet-protocol phone accessing 
configuration information. Therefore, Shafie-Khorasani fails to teach, disclose, or suggest 
accessing configuration information by an internet protocol phone. 

Furthermore, Claim 1 also requires, among other things, "automatically initiating, from 
the phone, transmitting an alert to the network management system, wherein the alert 
informs the network management system about the call and requests the analysis," as 
formerly recited in canceled Claim 2 (and therefore no new search is required in response to this 
paper). The portion of Shafie-Khorasani cited in the Office Action regarding this transmission 
feature discloses alert information generated by a network trouble patterning (NTP) system 
wherein the NTP system performs active monitoring to provide a set of network congestion 
measurements. Shafie-Khorasani, paragraphs 51-53. While Shafie-Khorasani discloses alert 
information generated as a result of network irregularities, Shafie-Khorasani does not fairly teach 
or suggest initiating transmission of an alert from an internet-protocol phone or having the 
IP phone automatically self-initiate such transmission. Addressing former claim 2, the Office 
Action apparently contends that a "computer" initiating an alert in Shafie-Khorasani is the same 
as a disclosure of an IP phone initiating alert, but Shafie-Khorasani has no such disclosure or 
statement of equivalence. Indeed, by stating that a computer separate from a POTS phone is 
responsible for sending alerts, Shafie-Khorasani teaches away from applicants' disclosure. An 
anticipation rejection under § 102(e) requires a reference to disclose or teach the same subject 
matter that is claimed, and in Shafie-Khorasani phones do not access configuration information 
or self-initiate alerts. 

Further, the call analysis approach disclosed Shafie-Khorasani suffers from the same 
scalability problem described in the background of the invention section of Applicant' s 
application. See Application, paragraphs 2-7. In particular, in order to analyze a particular call 
using the approach disclosed in Shafie-Khorasani the network trouble patterning system must be 
configured to actively monitor all possible end-to-end call paths between all relevant internet 
protocol phones. In contrast, the approach recited in Claim 1 initiates transmission of an alert 
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from an internet protocol phone, which is at the endpoint of the call path suffering a network 
irregularity, thereby obviating the need to continuously monitor all call paths between endpoints. 
Thus, Shafie-Khorasani fails to teach, disclose, or suggest initiating transmission of an alert 
from an internet protocol phone. 

Finally, the generated alert information in Shafie-Khorasani does not inform the 
network management system about the call suffering a network irregularity. Rather, Shafie- 
Khorasani teaches a network management system that queries based on a predetermined set of 
rules or process a network configuration component as to the path related to a network 
irregularity. Shafie-Khorasani, paragraph 67. Stated otherwise, the network management system 
in Shafie-Khorasani follows a predetermined set of rules or processes to learn of the call path 
suffering a network irregularity. In contrast, the alert transmitted by the internet protocol phone 
as recited in Claim 1 informs the network management system of the call suffering a network 
irregularity. Thus, unlike the network management system disclosed in Shafie-Khorasani, there 
is no need for the network management system recited in Claim 1 to discover or learn the 
particular call suffering a network irregularity because the alert transmitted by the internet- 
protocol phone informs the network management system of the particular call. 

Based on the foregoing, because Shafie-Khorasani fails to teach or suggest all the features 
of Claim 1, Claim 1 is patentable over the cited art. Therefore, withdrawal of the rejection under 
35 U.S.C. § 102(e) with respect to Claim 1 is respectfully requested. 

Independent claims 25 and 49 recite features similar to the features recited by Claim 1 
that is deemed to be in condition for allowance. Therefore, claims 25 and 49 are patentable over 
Shafie-Khorasani for at least the reasons given above for claim 1. Reconsideration and 
withdrawal of the rejection of Claims 25 and 49 is respectfully requested. 

B . CLAIMS 20, 44— SHAFIE-KHORASANI IN VIEW OF HARVEY 

Claims 20 and 44 stand rejected under 35 U.S.C. § 103(a) as allegedly obvious over 
Shafie-Khorasani in view of Harvey. The rejection is respectfully traversed. 
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Neither Shafie-Khorasani nor Harvey, alone or in combination, teaches the complete 
subject matter recited in Claims 20 and 44. Both claims feature a step that is not addressed in the 
references or in the rationale stated by the Office Action. In particular, Claim 20 and 44 feature 
accessing, by the internet protocol phone, configuration information from a Trivial File 
Transfer Protocol ("TFTP") server wherein the configuration information includes 
information about a network management system associated with the phone. 

In analyzing original Claim 20 and Claim 44, the Office Action admits (at p. 6) that 
Shafie-Khorasani fails to teach "a TFTP server", and contends that Harvey suggests that feature. 
While Harvey does teach automatic TFTP firmware download it does not disclose, teach, or 
suggest accessing, by the internet protocol phone, configuration information from a TFTP 
server wherein the configuration information includes information about a network 
management system associated with the phone. The portion of Harvey cited in the Office 
Action regarding this accessing feature discloses accessing a configuration file wherein the 
configuration file indicates "the Internet Protocol address of the target device and a file name of a 
target file with the software image [to download]." Unlike the configuration information recited 
in Claim 20 and Claim 44, the configuration information in Harvey does not include information 
about an associated network management system. Further, nowhere in Harvey is accessing a 
configuration file by an internet protocol phone taught, disclosed, or suggested. Therefore, 
Harvey alone fails to teach the subject matter recited in Claims 20 and 44. 

Claims 20 and 44 depend indirectly from Claims 1 and 25 respectively and consequently 
include features similar to the features discussed above with respect to Claim 1. Therefore, it is 
respectfully submitted that Claims 20 and 44 are allowable for at least those reasons given with 
respect to the corresponding independent claims previously discussed. Further, the Office Action 
relies on Harvey to teach a TFTP server yet Harvey, as discussed above, does not "fill the gaps" 
of Shafie-Khorasani. Thus, any combination of Shafie-Khorasani and Harvey cannot provide the 
complete subject matter that is recited in the pending claims. Consequently, withdrawal of the 
rejection under 35 U.S.C. § 103(a) is respectfully requested. 
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HI. REMAINING CLAIMS 

Applicants appreciate the Office Action's statement that Claims 4-17 and 28-41 were 
objected to as being dependent on a rejected base claim, but were otherwise allowable if 
rewritten in independent form including all of the features of the base claim and any intervening 
claims. 

The pending claims not discussed so far are dependant claims that depend on an 
independent claim that is discussed above. Because each dependant claim includes the features of 
claims upon which they depend, the dependant claims are patentable for at least those reasons the 
claims upon which the dependant claims depend are patentable. Removal of the rejections with 
respect to the dependant claims and allowance of the dependant claims is respectfully requested. 
In addition, the dependent claims introduce additional features that independently render them 
patentable. Due to the fundamental differences already identified, a separate discussion of those 
features is not included at this time. 



For the reasons set forth above, it is respectfully submitted that all of the pending claims 
are now in condition for allowance. Therefore, the issuance of a formal Notice of Allowance is 
believed next in order, and that action is most earnestly solicited. 

The Examiner is respectfully requested to contact the undersigned by telephone if it is 
believed that such contact would further the examination of the present application. 

Please charge any shortages or credit any overages to Deposit Account No. 50-1302. 



IV. 



CONCLUSIONS 



Respectfully submitted, 



Hickman Palermo Truong & Becker LLP 



Dated: September 22, 2007 



/Christopher JPalermo#42056/ 



Christopher J. Palermo, Reg. No. 42056 



2055 Gateway Place, Suite 550 
San Jose, California 95110-1089 



Telephone No.: (408) 414-1080 
Facsimile No.: (408) 414-1076 
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